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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
5/22/2008 has been entered. 

Response to Arguments 

2. Applicant's arguments filed 5/22/2008 have been fully considered but they are 
not persuasive. Applicant argues that Yeung et al. offers no disclosure of slots 
extending the entire lengths between distal and proximal ends of a needle. The 
Examiner agrees. Unfortunately, the claims of the current application do not recite this 
limitation. Claim 17 merely requires that the channel have "a longitudinal slot extending 
between distal and proximal ends" of the channel. As seen in figures 3 and 4, Yeung 
shows a slot 2 extending longitudinally between the proximal and distal end. The fact 
the opening does not extend the entire length between the distal and proximal end on 
both support channels is irrelevant since it is not claimed. As long as there is an 
opening extending for some distance between the proximal and distal ends, the claim is 
met. Furthermore, the opening is clearly capable of releasing a cardiac lead laterally 
therefrom. 
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3. The applicant further argues that the resilient fasteners are not electrical 
conductors. However, Yeung discloses that the fasteners are made of stainless steel, 
which is an electrically conductive metal. Furthermore, in response to applicant's 
argument that the references fail to show certain features of applicant's invention, it is 
noted that the features upon which applicant relies (i.e., a cardiac lead) are not recited 
in the rejected claim(s). Although the claims are interpreted in light of the specification, 
limitations from the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). All that is claimed is a support channel 
CAPABLE of holding a lead. A recitation of the intended use of the claimed invention 
must result in a structural difference between the claimed invention and the prior art in 
order to patentably distinguish the claimed invention from the prior art. If the prior art 
structure is capable of performing the intended use, then it meets the claim. 

4. Regarding claim 18, as described in the previous office action and below, 
Starksen was included to show that the delivery of leads laterally from a catheter was 
known in the art. As a result, it would have been obvious to one of ordinary skill in the 
art to use the channel of Yeung as a delivery device for the cardiac lead of Starksen, 
since the operation of Yeung is in no way dependent on what type of device is in the 
channel, and the cannula of Yeung can be used in combination with the lead to achieve 
the predicatable results of delivering a lead laterally through the slots to a delivery site. 

5. The rejections are still considered proper. 
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Priority 

6. Applicant's claim for the benefit of a prior-filed application under 35 U.S.C. 1 1 9(e) 
or under 35 U.S. C. 120, 121 , or 365(c) is acknowledged. Applicant has not complied 
with one or more conditions for receiving the benefit of an earlier filing date under 35 
U.S.C. 120 as follows: 

7. The later-filed application must be an application for a patent for an invention 
which is also disclosed in the prior application (the parent or original nonprovisional 
application or provisional application). The disclosure of the invention in the parent 
application and in the later-filed application must be sufficient to comply with the 
requirements of the first paragraph of 35 U.S.C. 112. See Transco Products, Inc. v. 
Performance Contracting, Inc., 38 F.3d 551, 32 USPQ2d 1077 (Fed. Cir. 1994). The 
disclosure of the prior-filed application, Application No. 09/635,721, 60/150,737 and 
60/148,130, each fail to provide adequate support or enablement in the manner 
provided by the first paragraph of 35 U.S.C. 1 1 2 for claims 17,18 and 29 of this 
application. It is noted that applications 09/635,721, 60/150,737 and 60/148,130 each 
fail to disclose certain structural features including, for example, first and second 
separate channels and the second channel having coaxially mounted first and second 
elongated segments, wherein the first and second elongated segments each have 
elongated slots. Therefore, the effective filing date for the claims is 5/6/2002. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

1 0. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

11. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over Yeung 
et al. (WO 00/40159, hereinafter Yeung) in view of Obenchain (US 5,313,962). 

12. Yeung discloses (Figures 1-73) an apparatus that is capable of performing an 
endoscopic procedure on the heart of a patient through a working cavity in tissue 
between the heart and an entry incision. The apparatus has an elongated cannula (1 , 
Figure 3) configured for passing extravascularly through the entry incision and working 
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cavity, the cannula having a cylindrical channel (16) and a slot (2) that extends between 
the distal end and a proximal end (page 8, lines 11-19). The apparatus also has a 
cylindrical needle (7) that coaxially mate with each other to allow rotation about a 
coaxial axis so that slot (8) of the needle can rotate into alignment with slot (2) to 
release an electrical conductor (13). Furthermore, it is the Examiner's position that the 
slot is fully capable of supporting a cardiac lead, and would allow a cardiac lead to be 
released from the aligned slots laterally. 

1 3. Yeung fails to disclose an additional separate channel for suction. Obenchain 
teaches the use of a cannula with multiple separate channels/lumens to accept various 
devices such as for visualization, aspiration, and suction, of which all are common 
procedures performed during endoscopic/laparoscopic surgeries. It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
provide for additional channels to receive other surgical tools, at least one of which 
being for suction in order to consolidate the working area of the patient and minimize 
possible complications of instruments coming into detrimental contact. 

14. Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Yeung 
and Obenchain in view of Starksen (US 5,571 ,161 ). Yeung, as modified above, 
discloses the applicant's basic invention with the exception of including a cardiac lead in 
the endoscopic apparatus. Attention is directed to the reference of Starksen, which 
discloses an apparatus 10 for performing a surgical procedure on the heart of a patient 
through a working cavity in tissue between the heart and an entry incision, as shown in 
figure 8. The tubular body 12 acts as a support channel for cardiac lead E, such that 
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the channel includes two coaxial mating segments 40 and 12, as shown in figure 3. The 
segments have slots 36 and 38 extending between distal and proximal ends for 
selective configuration as a closed channel, as shown in figure 1, and as a channel 
open longitudinally between the ends for releasing a cardiac lead laterally from the 
channel (see figure 3 and 8D and Col. 6, lines 1-9). All of the components of claims 17 
and 18 are known in Yeung, as modified, and Starksen. The only difference is the 
combination of the lead of Starksen in the rotatable channel of Yeung. Therefore, it 
would have been obvious to one of ordinary skill in the art to use the channel of Yeung 
as a delivery device for the cardiac lead of Starksen, since the operation of Yeung is in 
no way dependent on what type of device is in the channel, and the cannula of Yeung 
can be used in combination with the lead to achieve the predicatable results of 
delivering a lead laterally through the slots to a delivery site. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Eric D. Bertram whose telephone number is 571-272- 
3446. The examiner can normally be reached on Monday-Friday from 9:30-6 EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Carl H. Layno can be reached on 571-272-4949. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

IE. D. B./ 

Examiner, Art Unit 3766 



/Mark W Bockelman/ 

Primary Examiner, Art Unit 3766 

August 27, 2008 



